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In response to the 1/11/10 Appeal Brief, the record requires clarification of what 
claims should have been finally rejected and should be considered under appeal. 
Specifically, the 5/9/08 election of species is directed to interfacial potential wicking 
rates. Some of the claims were erroneously finally rejected by the Office because the 
claims were not directed to the elected species. The purpose of this new non-final 
office action is to clarify what claims are rejected over the prior art and what claims are 
withdrawn to a non-elected species. Additionally, the Office has dropped the double 
patenting rejection in light of the 12/5/08 terminal disclaimer which renders this issue 
moot. Finally, the Office has replaced the 35 USC 103 rejection of claim 7 over Cuch et 
al. in view of Sampei with a new rejection of Cuch et al. in view of Drury et al. because 
Sampei does not qualify as prior art. 

This application contains claims directed to the following patentably distinct 
species ; 

interfacial potential by masstone, interfacial potential by gas adsorption techniques, interfacial potential 
from adsorption from solution, interfacial potential from light scattering or disc centrifuge, interfacial 
potential by oil absorption, interfacial potential by wicking rates, interfacial potential by 
rheological tests, interfacial potential by sedimentation volumes, interfacial potential by phase 
segregations, interfacial potential by inverse gas chromatography, interfacial potential by spreading 
pressure, interfacial potential by drop contact angle, interfacial potential by measuring the pressure of gas 
to remove a probe liquid from the pores of a packed bed of the particulate material after it 
has been filled or partly filled by the liquid, interfacial potential by measuring the centrifugal force 
necessary to immerse particles of the particulate material floating on a probe liquid, interfacial 
potential by measuring the two-dimensional pressure sufficient to force particles of the particulate 
material floating on a probe liquid in a Langmuir trough, interfacial potential by measuring the 
relative adsorption of dye probes, interfacial potential by measuring the heat when the particulate 
material is immersed into a probe liquid, interfacial potential by measuring the heat released when 
a test adsorbate is adsorbed by the particulate material, and interfacial potential by measuring the 
sediment volumes in an homologous series of test liquids. 

1 . The species are independent or distinct because claims to the different species 
recite the mutually exclusive characteristics of such species. In addition, these species 



are not obvious variants of each other based on the current record. 
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Applicant is required under 35 U.S.C. 121 to elect a single disclosed species for 
prosecution on the merits to which the claims shall be restricted if no generic claim is 
finally held to be allowable. Currently, claims 1-5, 7, 9-11, 13, 16-17, 32-34, 56-58, 60 
and 135 are generic. 

There is an examination and search burden for these patentably distinct species 
due to their mutually exclusive characteristics. The species require a different field of 
search (e.g., searching different classes/subclasses or electronic resources, or 
employing different search queries); and/or the prior art applicable to one species would 
not likely be applicable to another species; and/or the species are likely to raise different 
non-prior art issues under 35 U.S.C. 101 and/or 35 U.S.C. 112, first paragraph. 

Applicant is advised that the reply to this requirement to be complete must 
include (i) an election of a species to be examined even though the requirement 
may be traversed (37 CFR 1 .143) and (ii) identification of the claims encompassing 
the elected species, including any claims subsequently added. An argument that a 
claim is allowable or that all claims are generic is considered nonresponsive unless 
accompanied by an election. 

The election of the species may be made with or without traverse. To preserve a 
right to petition, the election must be made with traverse. If the reply does not distinctly 
and specifically point out supposed errors in the election of species requirement, the 
election shall be treated as an election without traverse. Traversal must be presented at 
the time of election in order to be considered timely. Failure to timely traverse the 
requirement will result in the loss of right to petition under 37 CFR 1 .144. If claims are 
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added after the election, applicant must indicate which of these claims are readable on 
the elected species. 

Should applicant traverse on the ground that the species are not patentably 
distinct, applicant should submit evidence or identify such evidence now of record 
showing the species to be obvious variants or clearly admit on the record that this is the 
case. In either instance, if the examiner finds one of the species unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) 
of the other species. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which depend from or otherwise require all the limitations 
of an allowable generic claim as provided by 37 CFR 1.141. 

Applicant elected "wicking rates" in their 5/9/08 response. The result of this 
election is that claims 1 -5,7, 9-1 1 ,13,16-1 7,32-34,56-58,60 and 1 35 are pending for the 
purposes of the below Office action. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-5, 9-1 1 ,13,16-17,32-34,56-58,60 and 135 are rejected under 35 
U.S.C. 102(b) as being clearly anticipated by Cuch et al. (USP 6,482,883). 
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Independent claims 1 and 56 state the performance property could be either 
"homogeneous interaction ..." or "heterogeneous interaction For the 

purposes of examination, the Office will consider the "homogeneous interaction" 
alternative. 

Additionally, the 5/9/08 election of species elects "interfacial potential by wicking 
rates." In light of the election, the Office will interpret the "homogeneous interfacial 
parameters" as a "wicking rate." 

Cuch et al. teach an ink jet coating composition comprising a pigment of blended 
of silica, a blend of polyvinyl alcohol and a cationic resin. Cuch et al. teach in column 2 
lines 58+ providing an aqueous ink jet coating composition that demonstrates a balance 
of properties including improved imaging performance and good water resistance 
comprising a blend of silica, alcohols and a cationic resin. The silica have been read on 
the claimed "particulate material" and the polyvinyl alcohol/cationic resin have been 
read on the claimed "matrix." Column 3 lines 51-56 teach the silica is fumed silica 
which is identical to that of claim 9. Columns 9-10 lines 18+ teach testing the ink 
composition's image density by the "Black Wicking Rating" or BWR. The BWR testing 
has been read on the elected species "wicking rate" and claimed "homogeneous 
interaction parameter ... relates to how the particulate material interacts with itself 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cuch et 
al. in view of Drury et al. (USP 3,950,290). 

See Cuch et al. supra. 

Cuch et al. teach the particulate material is a silica and are silent to the claimed 
carbon black particulate. 

Drury et al. teach an aqueous coating and printing composition. Column 12 lines 
13-51 teach that conventional pigment material, such as silica and carbon black can be 
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used in ink compositions. The Office has read Drury et al. as teaching silica and carbon 
black are well known equivalent pigment materials in ink compositions. 

It would have been obvious to simply substitute one known element for another 
to obtain predictable results. In this instance, the ink pigment particles have been 
equated to the "known element." It would have been obvious to modify Cuch et al. in 
view of Drury et al. and substitute carbon black for the silica particles to achieve the well 
known and expected results of an alternative or equivalent pigment. This substitution 
would result in the BWR test taught by Cuch et al. being performed on an ink particulate 
blend containing carbon black which has been properly read on claim 7. 

Response to Arguments 
2. Applicant's arguments filed 1/1 1/10 have been fully considered but they are not 
persuasive. 
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Appellants' remarks on pages 17 through the first full paragraph on 24 have been 
considered and provide background information on the claimed invention. However, 
these remarks are not commensurate in scope with the pending claims and do not 
require further comment. 

In the second full paragraph on page 24 through page 25, Appellant state Couch 
et al. fails to teach measurement of at least one homogeneous interaction parameter for 
the particulate material alone. The instant claim language is "comprising" which is 
open claim language and does not exclude additional materials in the composition being 
tested by Cuch et al. The Office maintains Cuch et al. has been properly applied under 
35 USC 102(b). 

In the first full paragraph on page 25 through page 26, Appellant argues the black 
wicking rate analysis taught by Cuch et al. fails to teach an interaction parameter of how 
the silica interacts with itself. Appellant states Cuch et al. teaches analysis of the silica 
mixed with binders and cationic resins. The Office maintains Cuch et al. teach 
determination of a black wicking rate parameter of a composition containing silica and 
has been properly read on the pending claims. The Office reiterates the comments 
made above that the instant claim language of "comprising" is open and does not 
exclude the presence of other materials, such as binders and cationic resins, in the 
composition being tested. 

On page 27, Appellants traverse the position taken by the Office that Cuch et al. 
inherently teaches the claimed interaction of silica particles with each other. Cuch et 
al. teach the identical black wicking rate test on an indistinguishable silica containing 
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compound and subsequent calculation of a parameter. The Office maintains the 
parameter calculated by Cuch et al. are identical to that claimed and inherently includes 
the interaction of the silica particles contained therein. 

On page 28 Appellants state Cuch et al. fail to teach the claimed alternatives 
and/or additional measurements of the instant claims. The Office has made clear how 
the claims have been interpreted regarding the alternative language. Cuch et al. 
properly anticipates the identified claims because Cuch et al. teach one of the claimed 
alternatives. The Office maintains Cuch et al. teach the claimed invention and is not 
required to teach other, alternative embodiments to anticipate the claims. 

On page 29 and in the paragraph the continues on page 30, Appellant states the 
Office has provided two different materials, the paper and polyvinyl alcohol/cationic 
resin, that have been read on the claimed matrix. Appellant states if either the paper or 
the polyvinyl alcohol/cationic resin were read on the claimed "matrix", Cuch et al. still 
fails to teach a measurement of a homogenous interaction parameter for a particulate 
material. The Office maintains the instant claim language is sufficiently broad that either 
the paper or the polyvinyl alcohol/cationic resin are properly read on the claimed 
"matrix". Furthermore, the above remarks have reiterated that Cuch et al. teaches a 
black wicking rate test of the silica particles in the composition and are indistinguishable 
from the instant claims. 

On page 30 Appellant states Cuch et al. fail to teach addition of the silica 
particles based upon the measured performance of the particles. Column 8 teaches 
different ink composition that will be tested. Column 9-14 provide the data of the black 
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wick rate testing and based upon this data the suitability of silica particles. The Office 
has read this on the claimed adding the particles to the composition based upon their 
black wicking rate properties. 

On pages 32-37 Appellant traverses the rejections of claims 2-4 over Cuch et. 
al., stating the taught black wicking rating does not permit the measurement of the 
particulate material. Cuch et al. teach in columns 9-14 comparisons made based on 
black wicking rate testing of the particulate material in the ink composition. 

On page 38-39 Appellant traverses the rejections of claims 32-33 on the grounds 
that Cuch et al. does not teach determining the interfacial property values of a 
"surrogate matrix" that is related to a customer's formulation. In the absence of actually 
claiming what the formulation is, the instant claim language is sufficiently broad to have 
been properly read on the multiple test composition taught by Cuch et al. in columns 9- 
14. Appellant also argues the matrix taught by Cuch et al. does not have a 
"predetermined interfacial potential property value". The claim language directed to 
"predetermined" is sufficiently broad to be read on the taught matrix because the taught 
matrix has a value prior to measurement and has been properly read on the claimed 
"predetermined" value. 

On pages 40-41 Appellant traverses the rejection of claim 56 and incorporates 
remarks previously made to claim 1 . The Offices also maintains the positions stated 
above directed to claim 1 . The Office reiterates the above position and maintains the 
claim language is "comprises" which is open and does not exclude the additional 
compounds in the ink composition taught by Cuch et al. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LYLE A. ALEXANDER whose telephone number is 
(571)272-1254. The examiner can normally be reached on Monday though Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/LYLE A ALEXANDER/ 
Primary Examiner, Art Unit 1797 



